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DETAILED ACTION 

1 . Applicant's arguments filed 9/20/07 persuasively argue that the salicylate 
detergent of Campbell does not have the same structure as the claimed detergent. The 
double patenting rejections in the previous office action have been overcome by 
applicant's terminal disclaimers filed 9/20/07. A new grounds of rejection are set forth 
below. The rejection over Carrick in view of Chambard has been maintained and also 
newly applied to several claims. 

Claim Rejections - 35 USC § 103 

2. Claims 1, 3-8, and 10-1 1 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carrick (U.S. PG Pub. No. 2004/0102335) in view of Katafuchi (U.S. 
Pat. No. 6,159,911). 

Carrick, in paragraphs 9-14, discloses a lubricating composition comprising a 
lubricating oil, as recited in claim 7, and a detergent mixture comprising a metal 
sulfonate, a metal salixarate, a metal saligenin, and an additional dispersant. The 
sulfonate, salixarate, and saligenin detergents meet the limitations of component (B) of 
claim 1, and the sulfonate also meets claim 5. In paragraphs 83 and 88-89, Carrick 
discloses that the additional detergent can be an overbased metal salicylate. In 
paragraphs 15-19 Carrick discloses that the composition further includes an antiwear 
agent, and an antioxidant, as in claims 6 and 10, and also a dispersant which is 
preferably ashless (paragraphs 110, 115), also as in claims 6 and 10. In paragraphs 1 
and 131 Carrick teaches that the compositions are particularly effective in internal 
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combustion engines, including diesel engines. While Carrick discloses that the 
composition can contain a metal salicylate detergent, Carrick does not disclose the 
specific metal salicylate of claim 1 . 

In column 1 lines 5-8, Katafuchi discloses a diesel engine oil composition, and in 
column 2 lines 55-58 teaches that an alkaline earth metal salicylate is preferred as the 
detergent. In column 3 lines 18-27, Katafuchi discloses that the salicylates are derived 
from alkylsalicylic acids containing either one or two alkyl groups containing 8 to 18 
carbon atoms, and provides specific examples, meeting the limitations of component (A) 
of claim 1 . When an acid with two alkyl groups is used, the length of the alkyl groups of 
Katafuchi overlaps the range recited in claim 3. In column 3 lines 33-37 Katafuchi 
discloses that the detergent is present in an amount of 5 to 40% by weight, and the 
metal concentration will therefore overlap the range recited for component (A) of claim 
1 . In column 2 lines 59-67, Katafuchi discloses that the detergent preferably has a total 
base number (TBN) of 100-600, which implies a range of metal ratios falling within the 
range recited in claim 4. The composition must be prepared by incorporating the 
additives into the base oil, as recited in claims 8 and 1 1 . 

It would have been obvious to one of ordinary skill in the art to use the salicylate 
detergent of Katafuchi as the salicylate detergent in the composition of Carrick, as 
Katafuchi teaches that they are suitable salicylate detergents for diesel engine 
lubricating compositions. 
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3. Claims 1-2, 4-8, and 10-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carrick in view of Chambard. 

The discussion of Carrick in paragraph 10 above is incorporated here by 
reference. Carrick discloses a composition containing a salicylate detergent and another 
detergent, but does not disclose the structure of the salicylate detergent. 

In paragraphs 8-11, Chambard discloses a lubricating composition comprising an 
overbased detergent, which is used for a diesel engine. In paragraphs 36-52 Chambard 
describes the overbased detergent. In paragraph 52 Chambard discloses that the 
preferred detergent is calcium salicylate. In paragraph 50 Chambard discloses that the 
alkyl groups of an alkylsalicylate advantageously contain 5 to 100 carbon atoms, and 
that when two alkyl groups are present, the average number of carbon atoms in the 
alkyl groups is at least 9. Based on this teaching, it would be obvious to one of ordinary 
skill that when R 1 is a smaller alkyl group (5-9 carbon atoms), R 2 should be a larger 
alkyl group (10 or more carbon atoms. Similarly, when R 1 is a larger alkyl group, R 2 can 
be a smaller alkyl group. Therefore, the salicylate of claims 2 is rendered obvious by 
Chambard. In paragraph 43, Chambard discloses that the overbased detergents more 
preferably have a TBN in the range of 160 to 400. Since a TBN of 0 indicates a metal 
ratio of 1 , detergents having the TBN range taught by Chambard have a metal ratio 
overlapping or falling within the range recited in claim 4. The use of the salicylates of 
Chambard as the salicylates of Carrick therefore meets the limitations of claims 1-2, 4- 
7, and 10. The composition must be prepared by incorporating the additives into the 
base oil, as recited in claims 8 and 1 1 . 
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It would have been obvious to one of ordinary skill in the art to use the salicylates 
of Chambard as the salicylates of Carrick, as Chambard teaches that they are oil- 
soluble salicylates, and useful when the lubricating composition is used for a marine 
diesel engine. 

4. Claims 1-3 and 5-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Carrick in view of Tamoto (U.S. Pat. No. 5,458,807). 

The discussion of Carrick in paragraph 10 above is incorporated here by 
reference. Carrick discloses a composition containing a salicylate detergent and another 
detergent, but does not disclose the structure of the salicylate detergent. 

In column 1 lines 9-13, Tamoto discloses an engine oil composition. From 
column 2 line 66 through column 3 line 17, Tamoto discloses that the composition 
preferably contains a metal salicylate, which can have 1 to 4 alkyl groups of 1 to 30 
carbon atoms each. The metal salicylate of Tamoto therefore encompasses the metal 
salicylates of claims 1-3 and 9, and the use of the salicylates of Tamoto as the 
salicylates of Carrick meets the limitations of claims 1-3, 5-7, and 9-10. The composition 
must be prepared by incorporating the additives into the base oil, as recited in claims 8 
and 11. 

It would have been obvious to one of ordinary skill in the art to use the salicylates 
of Tamoto as the salicylates of Carrick, as Chambard teaches that they are oil-soluble 
salicylates, and useful engine oil additives. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is 571-272- 
2476. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Glenn Caldarola 
Supervisory Patent Examiner 
TechrotogyCerter-1700 



